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For the reasons set forth below, Opposers and Counterclaim Respondents, Dragon 

Bleu SAS1 and VTEC Limited (collectively referred to hereafter as “VTEC”), pursuant to 

Federal Rule of Civil Procedure 56(c) and 37 C.F.R. § 2.127, move for summary judgment 

on both the opposition to Application Serial No. 85/848,528 for the mark VENM filed by 

Venm, LLC (“Venm”) and on Applicant’s counterclaim for partial cancellation of U.S. 

Registration Number 3,927,787 grounded in abandonment2. The facts and law relevant to 

both the opposition and the counterclaim are related and are recited below in one 

consolidated motion. 

I. INTRODUCTION 
 

The issues for the Board’s consideration in this Motion are cut-and-dry, ripe for 

summary judgment review. VTEC is the owner of several registrations for its VENUM & 

Design marks (collectively the “VENUM Mark”). On August 29, 2013, VTEC, though its 

predecessor in interest, filed the instant Notice of Opposition against Venm’s application to 

register the trademark VENM, subject of U.S. Serial No. 85/848,528. VTEC’s opposition is 

grounded in likelihood of confusion, based on its belief that consumer confusion will occur 

if Venm is granted registration for its highly similar VENM mark on closely related goods. 

Venm responded with a counterclaim for cancellation of two of VTEC’s registrations based 

on abandonment. Over the past two years of this proceeding, VTEC has made several 

earnest attempts to amicably settle the opposition and counterclaim. Nevertheless, Applicant 

has steadfastly maintained an implacable position, even after receiving detailed information 

disproving the allegations in its counterclaim.  

                                                
1 Dragon Bleu (SARL) underwent a corporate conversion to be organized as a French Société par 
actions simplifiée and is now known as Dragon Bleu SAS. (See Ex. A.) 
2
 On February 18, 2016, VTEC filed a Surrender of Registration for Cancellation with the Board to 

voluntarily surrender Registration No. 3,896,673 for the mark VENUM & Design in International 
Classes 24 and 26 (See Ex. B). The only remaining counterclaim is the claim grounded in 
abandonment alleged against Registration No. 3,927,787.  
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The claims alleged in the opposition and Venm’s counterclaim are appropriate for 

resolution on summary judgment. Even when viewing all of the facts in Venm’s favor, the 

record compels the granting of summary judgment in favor of VTEC on both its opposition 

to Serial No. 85/848,528 and in defense of the counterclaim for partial cancellation of 

Registration No. 3,927,787. 

II. FACTUAL BACKGROUND 
 

A. VTEC’s Use and Registration of the VENUM Mark 

 VTEC is a leading sportswear apparel and sporting goods company with a focus on 

apparel and equipment for the practice of martial arts, such as karate, Brazilian jiu jitsu, and 

mixed martial arts. (Declaration of Franck Dupuis, February 12, 2016 (“Dupuis Decl.”), ¶ 6.) 

VTEC’s products have broad appeal among general apparel consumers, professional and 

amateur athletes, children enrolled in recreational martial arts classes, and fans of martial art 

competitions. (Dupuis Decl. ¶ 7.) VTEC and its predecessor in interest have continuously 

used the VENUM Mark in United States commerce in connection with apparel since at least 

as early as January 16, 2006. (Dupuis Decl. ¶ 8.) Since January 16, 2006, VTEC and its 

predecessor in interest have sold over $ 11,000,000 USD in sporting goods and apparel 

bearing the VENUM Mark in the United States. (Dupuis Decl. ¶ 9.) To promote the 

VENUM brand, VTEC has invested in sponsorship of professional athletes and the 

Ultimate Fighting Championship league (the “UFC”). (Dupuis Decl. ¶ 10.) VTEC currently 

sponsors some of the highest ranked martial arts fighters in the world. (Dupuis Decl. ¶ 11.) 

On account of its wide popularity and significant sales, the VENUM Mark has become an 

extremely valuable business asset for VTEC and a well-known mark among the relevant 

consumer class. (Dupuis Decl. ¶ 12.)  
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 VTEC’s products bearing the VENUM Mark are available to U.S. consumers through 

a wide array of retail and wholesale distribution channels. (Dupuis Decl. ¶ 13.) VTEC sells 

products wholesale to a large network of local resellers in the United States and sells direct 

to retail consumers through its e-commerce website located at <www.venum.com>. (Dupuis 

Decl. ¶ 14.) VTEC’s products are also available at Wal-Mart and Amazon.com, the United 

States’ two largest retailers. (Dupuis Decl. ¶ 15.) 

1. VTEC’s Use of the VENUM Mark on “Kimonos” and “Sport Shoes” 

VTEC has consistently used the VENUM Mark in connection with kimonos and 

sport shoes in the United States. (Dupuis Decl. ¶ 16.) The kimono, traditionally referred to 

as a “Gi,” is one of the basic components of the martial arts uniform. (Dupuis Decl. ¶ 17.) 

Kimonos are worn in the practice of karate, Brazilian jiu jitsu, and mixed martial arts. 

(Dupuis Decl. ¶ 18.) VTEC has been consistently using the VENUM Mark on kimonos in 

the United States since at least as early as October 23, 2012. (Dupuis Decl. ¶ 19; Dupuis 

Decl. Ex. A.) At no point after commencing use on its kimonos in the United States did 

VTEC ever discontinue use of the mark on those goods. (Dupuis Decl. ¶ 20.) The images 

directly below are photographic samples of VTEC’s kimonos that have been widely available 

to U.S. consumers. (Dupuis Decl. ¶ 21.)  

     

(Dupuis Decl. Ex. B.)  
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In addition to kimonos, VTEC has consistently used the VENUM Mark in the 

United States in connection with sport shoes for practicing martial arts since at least as early 

as June 6, 2013. (Dupuis Decl. ¶ 22; Dupuis Decl. Ex. C.) At no point after commencing use 

on its sport shoes in the United States did VTEC ever discontinue use of the mark on those 

goods. (Dupuis Decl. ¶ 23.) “Flip flop” style shoes are indeed sport shoes for practicing 

martial arts. (Dupuis Decl. ¶ 24.) Use of a “flip flop” style shoe in martial arts training dates 

back to early Japanese karate training. (Dupuis Decl. ¶ 25.) The Japanese Zōri is a shoe 

similar to a “flip flop” that early karate practitioners wore with kimonos before bouts or 

training. (Dupuis Decl. ¶ 26.) VTEC’s “flip flop” sandal style shoe is traditionally used in 

martial arts for hygienic and sanitary reasons; the shoes are also worn in pre-fight warm up 

and are useful because they are easy to remove before a barefoot training session or fight. 

(Dupuis Decl. ¶ 27.) The images directly below are photographic samples of VTEC’s 

training flip flops that have been widely available to U.S. consumers. (Dupuis Decl. ¶ 28.)  

      

(Dupuis Decl. Ex. D.)  

B. VTEC’s Consumers 

VTEC’s consumers are general apparel consumers, professional and amateur athletes, 

children enrolled in recreational martial arts classes, and fans of martial arts and martial arts 

competitions. (Dupuis Decl. ¶ 29.) It is likely that VTEC’s consumers also have an interest 

in and/or practice various other forms of martial arts. (Dupuis Decl. ¶ 30.) For example, 

enthusiasts of martial arts often practice forms that are based in meditation and dance for 
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general health and wellness. (Dupuis Decl. ¶ 31.) Among these styles of martial arts are the 

Chinese tai chi and the Brazilian capoeira. (Dupuis Decl. ¶ 32.) Capoeira is particularly 

popular among VTEC’s U.S. Brazilian consumers and is a combination of martial arts, dance 

and acrobatics. (Dupuis Decl. ¶ 33.) The clothing worn to practice tai chi and capoeira are 

similar to the style of VTEC’s kimonos and other martial arts clothing. (Dupuis Decl. ¶ 34.)  

C. Venm, LLC and Its Application 

On February 13, 2013, Venm applied to register the trademark VENM in 

International Class 25, broadly identifying “dance costumes.” The identification of goods in 

the application contains no restrictions as to the channels of trade or class of consumers, and 

does not specify any particular style of dance for which the costumes are intended. 

III. ARGUMENT 
 

A.  The Summary Judgment Standard 

To prevail on summary judgment, a party must demonstrate that there are no 

genuine issues of material fact for trial, and that it is entitled to judgment as a matter of law. 

See Fed. R. Civ. P. 56(c). Further, the evidence must be viewed in a light most favorable to 

the non-moving party, and all justifiable inferences are to be drawn in the non-moving 

party’s favor. Id.; Opryland USA Inc. v. The Great Am. Music Show, Inc., 970 F.2d 847, 851 (Fed. 

Cir. 1992). 

Here, even when the facts are viewed in a light most favorable to Applicant, it is 

clear there are no genuine issues of material fact that VTEC has priority and that a likelihood 

of confusion exists between the parties’ marks. Furthermore, VTEC presents 

incontrovertible evidence that it has been using its VENUM Mark in connection with goods 

subject to the cancellation counterclaim. Accordingly, summary judgment should be granted 
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in favor of VTEC on both VTEC’s opposition to Application Serial No. 85/848,528 and in 

defense of the counterclaim for partial cancellation of Registration No. 3,927,787. 

B. Summary Judgment Should Be Granted in Favor of VTEC in Its 
Opposition to Application Serial No. 85/848,528  

 
The Board should grant VTEC’s motion with respect to its opposition to Applicant’s 

VENM application because there is simply no genuine issue of material fact as to likelihood 

of confusion between Applicant’s and VTEC’s marks. The Board regularly grants summary 

judgment in cases involving a likelihood of confusion. See Texas Dept. of Transp. v. Tucker, 95 

U.S.P.Q.2d 1241 (T.T.A.B. 2010) (granting summary judgment and holding that Tucker’s 

mark was likely to cause confusion, mistake, and/or falsely suggest to the public that there is 

an association between the parties); see also Nat’l Cable TV Ass’n, Inc. v. Am. Cinema Editors, 

Inc., 937 F.2d 1572, 1576, 19 U.S.P.Q.2d 1424, 1427–28 (Fed. Cir. 1991) (affirming the 

Board’s grant of summary judgment for registrant and denial of registration based on 

likelihood of confusion); Octocom Sys., Inc. v. Houston Computer Servs., Inc., 918 F.2d 937, 943, 

16 U.S.P.Q. 2d 1783, 1787 (Fed. Cir. 1990) (affirming the Board’s grant of summary 

judgment for registrant and denial of registration based on likelihood of confusion). 

1. There Is No Genuine Issue That VTEC Has Priority in the VENUM 
Mark 
 

VTEC has established priority in the VENUM Mark. VTEC’s Registration No. 

3,927,787 for the VENUM & Design trademark in International Class 25 was registered on 

March 8, 2011. The registration was filed on the basis of Section 66(a) with a priority date of 

May 27, 2008. Furthermore, VTEC began using the VENUM & Design trademark in U.S. 

commerce in connection with Class 25 goods at least as early as January 16, 2006. Long after 

VTEC began use of the VENUM & Design trademark and filed the application that 

matured into Registration No. 3,927,787, Applicant filed its intent-to-use application on 
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February 13, 2013. Applicant has not alleged a first use date earlier than the constructive use 

date created by filing its intent-to-use application. Moreover, Applicant has not asserted an 

affirmative defense or counterclaim alleging priority. Therefore, the earliest date upon which 

Applicant can rely for priority is February 13, 2013, which post-dates VTEC’s priority by 

nearly five years. 15 U.S.C. § 1057(c); Zirco Corp. v. Am. Tel. & Tel. Co., 21 U.S.P.Q.2d 1542 

(T.T.A.B. 1991). 

2. There Is No Genuine Issue Regarding Likelihood of Confusion 
 

The Board denies registration to a mark if it “[c]onsists of or comprises a mark 

which so resembles a mark registered in the Patent and Trademark Office, or a mark or trade 

name previously used in the United States by another and not abandoned, as to be likely, 

when used on or in connection with the goods of the applicant, to cause confusion, or to 

cause mistake, or to deceive.” 15 U.S.C. § 1052(d). The issue of likelihood of confusion is 

“determined as a matter of law” and is “decided upon the particular facts of the case.” In re 

Mighty Leaf Tea, 601 F.3d 1342, 1346, 94 U.S.P.Q.2d 1257 (Fed. Cir. 2010); In re Shell Oil Co., 

992 F.2d 1204, 1206, 26 U.S.P.Q.2d 1687 (Fed. Cir. 1993). Any reasonable doubt as to 

likelihood of confusion must be resolved against the junior user in favor of the senior user, 

“for the newcomer has the opportunity of avoiding confusion, and is charged with the 

obligation to do so.” Mighty Leaf Tea, 601 F.3d at 1346 (quoting Shell Oil Co., 992 F.2d at 

1209).  

The likelihood of confusion analysis considers thirteen evidentiary factors (the 

“duPont factors”), with recognition that certain factors may play more weighty roles than 

others and thus the relevant duPont factors will depend on the probative facts of the case. 

Shell Oil Co., 992 F.2d at 1206; see In re E.I. duPont de Nemours & Co., 476 F.2d 1357, 1361, 

177 U.S.P.Q. 563, 567 (C.C.P.A. 1973). Further, “[i]n any likelihood of confusion analysis, 
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two key considerations are the similarities between the marks and the similarities between 

the goods and/or services.” In re Max Capital Grp. Ltd., 93 U.S.P.Q.2d 1243, 1244 (T.T.A.B. 

2010). The duPont factors relevant to VTEC’s opposition are (i) the similarity between the 

relevant marks in appearance, sound, connotation, and commercial impression; (ii) the 

similarities of products offered under the relevant marks; and (iii) the similar channels of 

trade and class of consumers. 

a. The Dominant Portions of the Marks Are Substantially Identical 
 

Similarity between the marks, including appearance, sound, connotation, and 

commercial impression, is a “predominant inquiry.” Herbko Int’l, Inc. v. Kappa Books, Inc., 308 

F.3d 1156, 1165, 64 U.S.P.Q.2d 1375 (Fed. Cir. 2002). When one mark subject of a 

likelihood of confusion inquiry consists of words and a design component, the literal portion 

is considered dominant. While a mark should be considered in its entirety, “it is well-settled 

that one feature of a mark may be more significant than another, and it is not improper to 

give more weight to this dominant feature.” Jansen Enters. v. Rind, 85 U.S.P.Q.2d 1104, 1109 

(T.T.A.B. 2007). It is also well established that the literal portion of a mark predominates 

over common design elements. 

The literal portion of a mark is how consumers will ask for the product in stores, 

discuss the product with others, and search for the product on-line. In re Alex Angelino, Ser. 

No. 78770866, 2009 WL 4863346, at *3 (T.T.A.B. Dec. 1, 2009) (holding the design element 

of the applied-for-mark was insufficient to distinguish it in appearance from the registered 

word mark); see also In re Dakin’s Miniatures, Inc., 59 U.S.P.Q.2d 1593, 1596 (T.T.A.B. 1999); 

Hilson Research Inc. v. Soc’y for Human Res., 27 U.S.P.Q.2d 1423, 1430 (T.T.A.B. 1993); In re 

Appetito Provisions Co., 3 U.S.P.Q.2d 1553, 1554 (T.T.A.B.1987).  
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 Here, VTEC’s mark consists of a snake head design and the term VENUM, 

specifically . The design element neither encompasses the literal portion of the mark nor 

is it otherwise integrated into the term VENUM. Accordingly, the design portion and the 

literal portion of the VENUM Mark are separable and are capable of making independent 

commercial impressions. It is clear that the term VENUM is the dominant portion of the 

mark and should be given more weight.  

VTEC’s mark consists of a fanciful spelling of the term “venom” by replacing the 

letter “o” with the letter “u.” Applicant’s mark is aurally and conceptually identical to the 

literal and dominant portion of VTEC’s mark. Applicant’s mark consists of the term 

VENM, which is also a fanciful spelling of the term “venom” formed by removing the letter 

“o” altogether. The marks are phonetically identical and will be pronounced by consumers in 

the same manner. The literal and dominant portions of the respective marks only differ by 

one letter and are therefore substantially identical. 

 Applicant’s and VTEC’s marks make nearly identical commercial impressions when 

used in connection with the respective International Class 25 items. Both marks connote the 

concepts of danger, deadliness, or power; concepts that are favorable for creating a brand 

image that is tough, extreme, edgy, or hardcore. These concepts are at the core of VTEC’s 

branding and are also evident in Applicant’s mark. Accordingly, both marks make the same 

commercial impression. 

 This factor heavily favors VTEC. 
 

b. The Goods Are Closely Related 
 

The relationship between VTEC’s goods and Applicant’s goods far exceeds the 

“viable relationship” required to find a likelihood of confusion between marks that share a 
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high degree of similarity. In re Iolo Techs. LLC, 95 U.S.P.Q.2d 1498, 1499 (T.T.A.B. 2010) 

(“When the marks are substantially identical, . . . it is only necessary that there be a viable 

relationship between the goods or services to support a finding of likelihood of confusion.”); 

see also In re Concordia Int’l Forwarding Corp., 222 U.S.P.Q. 355, 356 (T.T.A.B. 1983). The 

services of the parties need not be identical or even competitive to find a likelihood of 

confusion. See On-line Careline Inc. v. Am. Online Inc., 229 F.3d 1080, 1086, 56 U.S.P.Q.2d 

1471, 1475 (Fed. Cir. 2000); Recot, Inc. v. Becton, 214 F.3d 1322, 1329, 54 U.S.P.Q.2d 1894, 

1898 (Fed. Cir. 2000) (“[E]ven if the goods in question are different from, and thus not 

related to, one another in kind, the same goods can be related in the mind of the consuming 

public as to the origin of the goods.”). The respective goods need only be “related in some 

manner and/or if the circumstances surrounding their marketing [be] such that they could 

give rise to the mistaken belief that [the services] emanate from the same source.” Coach 

Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1369, 101 U.S.P.Q.2d 1713, 1722 (Fed. 

Cir. 2012) (quoting 7-Eleven Inc. v. Wechsler, 83 U.S.P.Q.2d 1715, 1724 (T.T.A.B. 2007)); Gen. 

Mills Inc. v. Fage Dairy Processing Indus. SA, 100 U.S.P.Q.2d 1584, 1597 (T.T.A.B. 2011); see also 

In re Melville Corp., 18 U.S.P.Q.2d 1386 (T.T.A.B. 1991).  

Even if the Board determines that there is not a “close link” between the parties’ 

respective types of clothing, VTEC has clearly shown that the goods are sufficiently related 

that, when sold under highly similar marks, purchasers are likely to be confused. While there 

may be no per se rule governing likelihood of confusion in cases involving clothing items, the 

Board regularly finds different types of apparel items related for purposes of likelihood of 

confusion. A likelihood of confusion has been found where the type of apparel and relevant 

consumer differ in kind, gender, and age. See In re Leisure Craft Indus., Inc., Ser. No. 85384900, 

2014 WL 1246730 (T.T.A.B. Mar. 12, 2014) (finding WEATHERTECH for industrial 
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outerwear and WEATHERTEX for embroidered and non-embroidered clothing apparel 

confusingly similar); In re Cook United, Inc., 185 U.SP.Q. 444 (T.T.A.B. 1975) (finding 

GRANADA for men’s suits, coats, and trousers and GRANADA for ladies’ pantyhose and 

hosiery confusingly similar); Esquire Sportswear Mfg. Co. v. Genesco Inc., 114 U.S.P.Q. 400 

(T.T.A.B. 1964) (finding SLEEX for women’s brassieres and girdles and SLEEX for men’s 

slacks confusingly similar); see also Cambridge Rubber Co. v. Cluett, Peabody & Co., 286 F.2d 623, 

128 U.S.P.Q. 549 (C.C.P.A. 1961) (finding WINTER CARNIVAL for women’s boots and 

WINTER CARNIVAL for men’s and boy’s underwear confusingly similar); Gen’l Shoe Co. v. 

Hollywood-Maxwell Co., 277 F.2d 169, 125 U.S.P.Q. 443 (C.C.P.A. 1960) (finding INGENUE 

for shoes and INGENUE for brassieres confusingly similar).  

Finally, there may be a likelihood of confusion where an applicant identifies its goods 

or services so broadly that the identification encompasses the goods or services identified in 

the registration of a similar mark. See, e.g., In re Fiesta Palms LLC, 85 U.S.P.Q.2d 1360 

(T.T.A.B. 2007) (holding CLUB PALMS MVP for “casino services” and MVP for “casino 

services offered to preferred customers identified by special identification cards” likely to 

cause confusion); In re Equitable Bancorporation, 229 U.S.P.Q. 709 (T.T.A.B. 1986) (holding 

RESPONSE for “banking services” and RESPONSE CARD for “banking services rendered 

through 24-hour teller machines” likely to cause confusion). 

Applicant’s identification of goods broadly claims “dance costumes,” without any 

restriction as to the type of dance, type of consumer, or channel of trade. The Board must 

consider that Applicant’s dance costumes are for every purpose, type of dance, and type of 

consumer. This broad identification has more than a casual relationship to VTEC’s martial 

arts clothing. For example, Applicant’s dance costumes may be marketed for children’s 

dance classes and may be sold at the same recreational facility where VTEC’s jiu jitsu 
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clothing is sold for children’s martial arts classes. Likewise, even if the respective products 

are not sold side-by-side, the same parent may purchase a VENM ballet costume for one 

child and a VENUM karate kimono for another child.  

 Upon closer consideration, it is evident that Applicant’s and VTEC’s goods share a 

very close relationship. The concepts of martial arts and dance overlap. While one aspect of 

martial arts consists of combat fighting, there is another aspect that incorporates 

components of dance, meditation, and acrobatics. The Brazilian martial art known as 

capoeira is a martial art that takes the form of dance and acrobatics. Similarly, the ancient 

Chinese martial art tai chi incorporates slow, graceful movements indistinguishable from 

dance. Both performers of capoeira and tai chi use the same style clothing as those who 

practice the martial arts of karate and jiu jitsu. It follows that capoeira and tai chi clothing 

can fairly be categorized both as dance costumes and martial arts clothing. It is easily 

conceivable that a VENM capoeira costume or tai chi costume would be sold along side a 

VENUM karate uniform. It is a real concern that consumers will encounter both Applicant’s 

and VTEC’s goods under these circumstances that clearly engender confusion. 

 Moreover, VTEC has attached evidence consisting of a number of third-party marks 

registered for use in connection with the same or similar goods as those of Applicant and 

VTEC in this case. Third-party registrations that cover a number of different goods or 

services may have some probative value to the extent that they may serve to suggest that 

goods or services are of a type that may emanate from a single source, if the registrations are 

based on use in commerce. In re Mucky Duck Mustard Co., 6 U.S.P.Q.2d 1467, 1470 n.6 

(T.T.A.B.), aff’d per curiam, 864 F.2d 149 (Fed. Cir. 1988); see also In re Princeton Tectonics, Inc., 95 

U.S.P.Q.2d 1509, 1511 (T.T.A.B. 2010); TMEP § 1207.01(d)(iii). 
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• SPORTSWELL (and design), Registration No. 4871906, claiming kimonos, 
sports shoes, and dance costumes in Class 25. 

• JJK1LOVE, Registration No. 4825971, claiming kimonos, sports shoes, and 
dance costumes in Class 25. 

• BROKINBONZ (stylized), Registration No. 3717174, claiming kimonos, sports 
shoes, and dance costumes in Class 25. 

• LOCAL LEAGUE, Registration No. 4824205, claiming kimonos, sports shoes, 
and dance costumes in Class 25. 

• NY CHARISMA, Registration No. 4758717, claiming kimonos, sports shoes, 
and dance costumes in Class 25. 

• L3T (stylized), Registration No. 4814861, claiming kimonos, sports shoes, and 
dance costumes in Class 25. 

• XXX (and design), Registration No. 4825969, claiming kimonos, sports shoes, 
and dance costumes in Class 25. 

• DEAD DEAD LABEL (stylized), Registration No. 4272359, claiming kimonos, 
sports shoes, and dance costumes in Class 25. 

• DARE TO DEFY, Registration No. 4155014, claiming kimonos, sports shoes, 
and dance costumes in Class 25. 

• CAT EYES! (and design), Registration No. 3899150, claiming kimonos, sports 
shoes, and dance costumes in Class 25. 

• , Registration No. 3666346, claiming kimonos, sports shoes, and dance 
costumes in Class 25. 

• MODE POUR LES MASSES, Registration No. 4711200, claiming kimonos, 
sports shoes, and dance costumes in Class 25. 

• 4061, Registration No 4695379, claiming kimonos and dance costumes in Class 
25. 

• BELIEV ‘N’ (stylized), Registration No. 4685824, claiming kimonos and dance 
costumes in Class 25. 

• BELIEV ‘N’, Registration No. 4676538, claiming kimonos, sports shoes, and 
dance costumes in Class 25. 

• UGLYNEIGHBOR, Registration No. 4566802, claiming kimonos, sports shoes, 
and dance costumes in Class 25. 

• IT’S ALL ABOUT THE PLAYOFFS, Registration No. 4123074, claiming 
kimonos, sports shoes, and dance costumes in Class 25. 

• AQUAROAD, Registration No. 3623398, claiming kimonos, sports shoes, and 
dance costumes in Class 25. 
 

(See Ex. C) 
 
 These registrations show that kimonos and sport shoes, as identified in VTEC’s 

VENUM registrations, and Applicant’s dance costumes are of a type that may emanate from 

a single source. 
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This factor favors VTEC. 
 

c. The Channels of Trade and Consumers Are Identical  
 

If an application describes goods or services broadly, and there is no limitation as to 

their nature, type, channels of trade, or class of purchasers, it is presumed that the 

application encompasses all goods or services of the type described, that they move in all 

normal channels of trade, and that they are available to all classes of purchasers. See Levi 

Strauss & Co. v. Abercrombie & Fitch Trading Co., 719 F.3d 1367, 1373, 107 U.S.P.Q.2d 1167, 

1173 (Fed. Cir. 2013); In re Thor Tech, Inc., 90 U.S.P.Q.2d 1634, 1638 (T.T.A.B. 2009) (“We 

have no authority to read any restrictions or limitations into the registrant’s description of 

goods.”); In re Jump Designs, LLC, 80 U.S.P.Q.2d 1370, 1374 (T.T.A.B. 2006). 

Here it must be concluded that Applicant’s and Registrant’s goods will travel in the 

same channels of trade. VTEC utilizes nearly every conceivable channel of trade — it sells 

its goods at wholesale, through a proprietary e-commerce site, through third-party 

e-commerce sites, and via a large network of retail stores. Given Applicant’s unrestricted 

identification of goods, its dance costumes must be presumed to be sold in all ordinary 

channels of trade, which overlap with VTEC’s product distribution. This fact only enhances 

the likelihood that the products will be encountered by the same consumer class and under 

conditions that foster confusion. 

Moreover, in this case there is potential for direct consumer overlap among VTEC’s 

Brazilian U.S. consumers that may practice both Brazilian jiu jitsu and Brazilian capoeira. 

Should Applicant market a capoeira costume under the VENM trademark, the very same 

consumer would be encountering both Applicant’s and VTEC’s goods. Likewise, parents of 

children that take recreational martial arts and dance classes may also be a consumer of 
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Applicant and a consumer of VTEC. Under these conditions consumer confusion is 

inevitable.  

 This factor heavily favors VTEC. 
 

C. Summary Judgment Should Be Granted in Favor of VTEC in Defense of 
Applicant’s Counterclaim for Cancellation Grounded in Abandonment 

 
There is simply no genuine issue of material fact as to whether VTEC has abandoned 

its trademark for “kimonos” and “sport shoes.” For a petitioner to establish trademark 

abandonment, it must demonstrate either (i) that the mark has not been in use in commerce 

for three consecutive years, or (ii) that registrant has discontinued use without the intent to 

resume use. 15 U.S.C. § 1127; see On-Line Careline, Inc, 229 F.3d at 1087. To cancel a Section 

66(a) registration based on abandonment, the earliest point in time from which the period of 

nonuse may be measured is the date of registration. Board Order of December 1, 2014, 11 

TTABVUE at *16 [precedential]. 

VTEC has been selling kimonos and flip-flops, a form of sport shoes, under its 

registered VEMUM & Design trademark for several years. VTEC’s kimonos and sport shoes 

have been sold via brick-and-mortar retail stores and online retail stores, including 

Amazon.com. 

Here, VTEC’s registration issued on March 8, 2011. For Applicant to succeed in 

cancelling “kimonos” and “sport shoes” from Registration No. 3,927,787, it would have to 

establish (i) that VTEC did not use the VENUM Mark in connection with those goods for 

any three-year period beginning from March 8, 2011, or (ii) that the mark was discontinued 

without the intent to resume use at some point after March 8, 2011. VTEC has presented 

clear evidence that use of the VENUM & Design trademark in connection with kimonos 

and sport shoes commenced in the United States at least as early as October 23, 2012 and 

June 6, 2013, respectively. Accordingly, VTEC began using its mark in the United States on 
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the relevant goods well before the third anniversary of its registration. VTEC has also 

presented clear evidence that once the VENUM & Design trademark commenced in the 

United States in connection with kimonos and sport shoes, use continued regularly and has 

never been discontinued. There is no issue of material fact that VTEC has not abandoned 

the VENUM & Design trademark for kimonos or sport shoes. 

For the reasons stated above, summary judgment should be awarded to VTEC on its 

defense to the counterclaim alleging abandonment, because petitioner will not be able to 

prove the prima facie elements of abandonment. Summary judgment should also be awarded 

to VTEC on its opposition to Serial No. 85/848,528, because of the likelihood of confusion 

between the marks is inevitable. 

IV. CONCLUSION 
 
 The Board encourages resolving matters on summary judgment especially in cases 

such as this one, where no additional material facts will be uncovered at trial. See Barmag 

Barmer Maschienenfabrik AG v. Murata Mach., Ltd., 731 F.2d 831, 221 U.S.P.Q. 564 (Fed. Cir. 

1984); Pure Gold, Inc. v. Syntex (USA), Inc., 739 F.2d 624, 627 n.2, 222 U.S.P.Q. 741 (Fed. Cir. 

1984) (summary judgment “is to be encouraged in inter partes cases before the Trademark 

Trial and Appeal Board”). Because no genuine issues of material fact exist as to 

abandonment and likelihood of confusion, VTEC respectfully requests that summary 

judgment be granted in its favor. 
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       Respectfully submitted,  
    

       Dragon Bleu SAS 
       VTEC Limited    
    
          
Dated: February 19, 2016    By their attorneys,   
    
       /s/ Aaron Silverstein   

      Aaron Y. Silverstein   
      SAUNDERS & SILVERSTEIN LLP 
      14 Cedar Street, Suite 224  
      Amesbury, MA 01913   
      +1.978.463.9100   

       asilverstein@massiplaw.com 
trademarks@massiplaw.com 
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CERTIFICATE OF SERVICE 
 
I hereby certify that on February 19, 2016, this Opposers and Counterclaim 
Respondents’ Motion for Summary Judgment, all exhibits thereto, was served on 
Applicant by delivering a true and correct copy thereof to Applicant by Priority Mail, postage 
pre-paid, addressed to: 
 
    Mr. Roger Moore 
    Venm, LLC 
    15916 King Street 
    Overland Park, Kansas 66221 
    UNITED STATES 
     

 
/s/Aaron Y. Silverstein 

    Aaron Y. Silverstein 
      
 
 

 
       
 



 

 

 

 

 

Exhibit A 



Kbis Extract 
 

REGISTRATION EXCERPT FROM THE COMMERCIAL REGISTER OF COMPANIES 
 

Excerpt from December September 7, 2015 

 

IDENTIFICATION OF THE LEGAL PERSON 

 
Identification number :   453 398 810 R.C.S. Créteil 
 

Registration date : 01/10/2009 Following the transfer from Nanterre’s R.C.S on 
23/06/2009 

 
Corporate name :    DRAGON BLEU 

 

Legal status :    Société par actions simplifiée 
 
With a capital of :    11 640,00 Euros 

 
Head office address : 5-7 Rue du Sagittaire – BP 20158 Parc Tertiaire Silic 94533 Rungis 

CEDEX 
 
Term of corporation :   Until 06/05/2103 
 
Date of financial statements :  on December 31 
 

 

MANAGEMENT, DIRECTION, ADMINISTRATION, CONTROL, ASSOCIATES OR MEMBERS 

 
 
President 

Name, surname  DUPUIS Franck 
Date and place of birth  On 08/08/1973 in Melun (77) 
Nationality  French 
Personal residence  69 Bis Rue du Point du Jour 92100 Boulogn-Billancourt 

   

__________________________________________________________________________________________ 
 
Statutory auditor 

Denomination  FRANCOIS Gilles 
Date and place of birth  On 22/01/1970 in Saint-Brieuc (22) 
Nationality  French 
Personal or professional  19 Rue des Soujoux 22370 Pléneuf-Val-André 
residence 

 
__________________________________________________________________________________________ 
 
Alternate auditor   

Name, surname  MARTN François-Noël 
Date and place of birth  On 25/11/1953 in DOUALA (CAMEROUN) 
Nationality  French 
Personal or professional  15ter Boulevard Magenta 77300 Fontainebleau 
residence 

 
 

INFORMATION RELATING TO THE COMMERCIAL ACTIVITY AND THE PLACE OF ACTIVITY 

 
Main office address 5-7 Rue du Sagittaire – BP 20158 Parc Tertiaire Silic 94533 Rungis 

CEDEX 
 
Activity Sporting and leisure goods trading 

 
Commencement of business 04/05/2004 
 
Source of funds or activity  Creation of a business 



 
Operating mode Direct exploitation 
 

 

OBSERVATIONS 

 
Mention n° 20371 of 01/10/2009 The Company does not retain an annexe within the former head  
 office 
 
 
 

 
 
 
     The court clerk 
 
 

End of the excerpt 
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94049 CRETEIL CEDEX

N° de gestion 2009B03809

RCS Créteil - 08/09/2015 - 10:04:23 page 1/2

Extrait Kbis

EXTRAIT D'IMMATRICULATION PRINCIPALE AU REGISTRE DU COMMERCE ET DES SOCIETES
à jour au 7 septembre 2015

IDENTIFICATION DE LA PERSONNE MORALE

Immatriculation au RCS, numéro 453 398 810 R.C.S. Créteil

Date d'immatriculation 01/10/2009

Transfert du R.C.S. de Nanterre en date du 23/06/2009

Dénomination ou raison sociale DRAGON BLEU

Forme juridique Société par actions simplifiée

Capital social 11 640,00 Euros

Adresse du siège 5-7 Rue du Sagittaire - BP 20158  Parc Tertiaire Silic 94533 Rungis
CEDEX

Durée de la personne morale Jusqu'au 06/05/2103

Date de clôture de l'exercice social 31 décembre

GESTION, DIRECTION, ADMINISTRATION, CONTROLE, ASSOCIES OU MEMBRES

Président

Nom, prénoms DUPUIS Franck

Date et lieu de naissance Le 08/08/1973 à Melun  (77)

Nationalité Française

Domicile personnel 69 Bis Rue du Point du Jour 92100 Boulogne-Billancourt

Commissaire aux comptes titulaire

Nom, prénoms FRANCOIS Gilles

Date et lieu de naissance Le 22/01/1970 à Saint-Brieuc  (22)

Nationalité Française

Domicile personnel ou adresse
professionnelle

19 Rue des Soujoux 22370 Pléneuf-Val-André

Commissaire aux comptes suppléant

Nom, prénoms MARTN François-Noël

Date et lieu de naissance Le 25/11/1953 à DOUALA   (CAMEROUN)

Nationalité Française

Domicile personnel ou adresse
professionnelle

15ter Boulevard Magenta 77300 Fontainebleau

RENSEIGNEMENTS RELATIFS A L'ACTIVITE ET A L'ETABLISSEMENT PRINCIPAL

Adresse de l'établissement 5-7 Rue du Sagittaire - BP 20158  Parc Tertiaire Silic 94533 Rungis
CEDEX

Activité(s) exercée(s) Commerce d'articles de sports et de loisirs.

Date de commencement d'activité 04/05/2004

Origine du fonds ou de l'activité Création

Mode d'exploitation Exploitation directe

OBSERVATIONS ET RENSEIGNEMENTS COMPLEMENTAIRES

- Mention n° 20371 du 01/10/2009 La société ne conserve pas d'établissement secondaire dans le ressort de
l'ancien siège

https://www.infogreffe.fr/societes/entreprise-societe/453398810-DRAGON-BLEU-94012009B03809.html
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Le Greffier

FIN DE L'EXTRAIT



 
 
 
 
 
 
 
 
 
 
 

Exhibit B 
  



 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 

 

Dragon Bleu (SARL) and  
VTEC Limited, 

 

Opposers and Counterclaim   
Respondents, 

 v.  
 

VENM, LLC, 
 

Applicant and Counterclaim 
Petitioner. 

 
 

Opposition No. 91212231 
 

Application Serial No. 85/848,528 
 
 
 

 
 

SURRENDER OF REGISTRATION 
 
 Pursuant to TBMP Section 602.02(a), VTEC Limited, counterclaim respondent, 

hereby surrenders U.S. Registration No. 3,896,673 for cancellation. 

 
  
       Respectfully submitted,  

    
       
       VTEC Limited    
    
          
Dated: February 18, 2016    By their attorneys,   
    
       /s/ Aaron Silverstein   

      Aaron Y. Silverstein   
      Saunders & Silverstein LLP  
      14 Cedar Street, Suite 224  
      Amesbury, MA 01913   
      +1.978.463.9100   

       asilverstein@massiplaw.com 
trademarks@massiplaw.com 



 
 

CERTIFICATE OF SERVICE 
 
I hereby certify that on February 18, 2016, this Surrender of Registration was served on 
Applicant by delivering a true and correct copy thereof to Applicant by United States Postal 
Service, postage pre-paid, via first class mail, addressed to: 
 
    Mr. Roger Moore 
    Venm, LLC 
    15916 King Street 
    Overland Park, Kansas 66221 
    UNITED STATES 
     

 
/s/Aaron Y. Silverstein 

    Aaron Y. Silverstein 
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